USPTO Joins EPO in Rejecting Al as Inventor

On April 22, 2020 the USPTO (US Patent and Trademark Office) published a petition decision explaining
that, under current law, only natural persons may be named as an inventor in a patent application.! In
its decision, the USPTO held that interpreting "inventor" broadly to encompass machines would
contradict the plain reading of the patent statutes that refer to persons and individuals.

The USPTO decision relates to US Patent Application No. 16/524,350 (the
‘350 Application), filed July 29, 2019, entitled “Devices and Methods for

Attracting Enhanced Attention.” The EPO (the European Patent Office) and l

UKIPO (United Kingdom Intellectual Property Office), rendered similar August 8, 2019 (USPTO)
decisions in 2019, regarding related applications EP35638962 (filed November Non:r":“;:i;:;“:p"::fi:i:::i‘d"efmify
11, 2018) and GB1818161.0 (filed November 7, 2018)3, respectively.* each inventor.

!

Procedural Summary

The USPTO Application Data Sheet (ADS) requires listing the inventor/s of

inventions claimed in a patent application. The ‘350 patent application ADS l
identified a single inventor with a given name "[DABUS]" and the family

. . . ” . December 13, 2019 (USPTO)
name "(Invention generated by artificial intelligence).” The Applicant was Second Notice to File Missing Parts of
identified as the Assignee “Stephen L. Thaler." During the ordinary course of e
application pre-examination processing, the USPTO issued a Notice to File l

Missing Parts of Nonprovisional Application to identify each inventor by his
or her legal name. In response, the Applicant filed a petition to review and
vacate the Notice requirement of naming the inventor by his/her legal name.
The USPTO issued a second Notice and subsequently dismissed the Applicant’s l
petition. In response to the dismissal, the Applicant filed another petition

under 37 CFR 1.81 requesting reconsideration of the dismissal of its earlier

petition. The present USPTO petition decision is issued in response to the last

petition filed by the Applicant. l

December 17, 2019 (USPTO)
Petition dismissed.

April 22, 2020 (USPTO)

Petitioner Argument Petition to vacate the August 8, 2019
DENIE.

In its petition, Applicant/Petitioner argued that a "creativity machine,"

[DABUS] (the inventor listed on the ADS), is programmed as a series of neural networks that have been
trained with general information in the field of endeavor to independently create the invention and that
DABUS was not trained on any special data relevant to the instant invention. Instead, DABUS, the
machine, not a person, recognized the novelty and salience of the instant invention and thus is the
inventor. Petitioner argued that an "inventor "could be construed to cover machines.

Petitioner outlined numerous policy considerations to support the position that a patent application can
name a machine as an inventor. For example, petitioner contended that allowing a machine to be listed
as an inventor would incentivize innovation using Al systems, reduce the improper naming of persons as
inventors who do not qualify as inventors, and support the public notice function by informing the
public of the actual inventors of an invention.
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USPTO Argument

The USPTO reasoning for the denial of the Applicant’s petition and rejection of “machine as the
inventor” was that statutes and prior court decisions hold that only natural persons are capable of
conception, which is a key element of inventorship.

In supporting this rationale, the USPTO cited Title 35 of the United States Code, which consistently
refers to inventors as natural persons. For example, 35 U.S.C. § 101 states "Whoever invents or discovers
any new and useful process, machine, manufacture, or composition of matter ... may obtain a patent
therefore, subject to the conditions and requirements of this title" (emphasis added). "Whoever"
suggests a natural person. Similarly, 35 U.S.C. § 115 refers to individuals and uses pronouns specific to
natural persons - "himself' and "herself'” - when referring to the "individual" who believes himself or
herself to be the original inventor or an original joint inventor of a claimed invention in the application.

Citing and relying on prior Federal Circuit decisions, the USPTO reasoned that when explaining the
distinction between inventorship and ownership of an invention by a corporation, the Federal Circuit
has held that: "only natural persons can be 'inventors.””® The USPTO further recited Federal Circuit that
“Conception is the touchstone of inventorship, the completion of the mental part of invention ... To
perform this mental act, inventors must be natural persons and cannot be corporations or sovereigns.”®

The USPTO grants a patent if it appears that an applicant is entitled to a patent under the law pursuant
to 35 U.S.C. § 151. The granting of a patent under 35 U.S.C. § 151 for an invention that covers a machine
does not mean that the patent statutes provide for that machine to be listed as an inventor in another
patent.” The USPTO argued that policy considerations, set forth by Petitioner, notwithstanding, do not
overcome the plain language of the patent laws as passed by the Congress and as interpreted by the
courts.

Procedural History

— Application was filed on July 29, 2019, naming a single inventor with a given name "[DABUS]"
and the family name "(Invention generated by artificial intelligence).” The Applicant was
identified as the Assignee Stephen L. Thaler."

— A substitute statement under 37 CFR 1.64 in lieu of declaration under 35 U.S.C. § 115(d) listing
"DABUS (the invention was autonomously generated by artificial intelligence)" as the inventor
was executed by Stephen L. Thaler, who was identified as both the legal representative of DAB
US and the Applicant.

— A statement under 37 CFR 3.73(c) identifying Stephen L. Thaler as the assignee of the

— entire right, title, and interest in the application.

— An assignment document assigning the entire right, title and interest of "DABUS, the Creativity
machine that has produced the invention" to Stephen L. Thaler. Stephen L. Thaler executed the
document on behalf of both DABUS, as legal representative of the assignor, and on behalf of
himself as the assignee.

— A'"STATEMENT OF INVENTORSHIP" ("Inventorship Statement") which provides clarifying
remarks on the inventorship of the '350 application. Briefly, the letter states the invention was
conceived by a "creativity machine" named "DABUS" and it should be named as the inventor in
the '350 application.

— USPTO, on August 8, 2019, issued a Notice to File Missing Parts of Nonprovisional Application,
providing that the ADS "does not identify each inventor by his or her legal name" and an $80
surcharge is due for late submission of the inventor's oath or declaration.
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— A petition under 37 CFR 1.181 was filed on August 29, 2019, requesting supervisory review of
the August 8, 2019 Notice, and to vacate the August 8, 2019 Notice for being unwarranted
and/or void.

— A second Notice to File Missing Parts of Nonprovisional Application was issued on December 13,
2019 ("December 13, 2019 Notice"), explaining the time period for reply runs from the mail date
of the December 13, 2019 Notice.

— The petition of August 29, 2019 was dismissed in a decision issued on December 17, 2019.

— The instant petition under 37 CFR 1.181 was filed on January 20, 2020, requesting
reconsideration of the decision issued December 17, 2019, which decision refused to vacate the
August 8, 2019 Notice.

— A submission was filed in the above -identified application on February 17, 2020 that provided
the USPTO with authority under 35 U.S.C. § 122 and 37 CFR |.14(e) to publish this decision.

— The petition to vacate the August 8, 2019 Notice to File Missing Parts of Nonprovisional

— Application was DENIED and the opinion was published on April 22, 2020.

EPO Rationale

On January 27, 2020, the EPO published the grounds for its decision, rejecting Applicant’s designation of
a machine, DABUS, as the inventor (Form 1002).’

The decision was rendered after oral proceedings which took place on November 25, 2019. The EPO
ruled that the application does not meet the requirement of the European Patent Convention (EPC) that
an inventor designated in the application has to be a human being, not a machine. In rendering this
decision, the EPO primarily referred to Article 81 Rule 19 of EPC, which prescribes that the European
patent application designate the inventor and that, if the applicant is not the inventor, it contains a
statement indicating the origin of the right to the European patent.

UKIPO Rationale

On December 4, 2019 UKIPO published its decision, rejecting Applicant’s designation of a machine,
DABUS, as the inventor. UKIPO identified 3 main issues for decision: (1) First, can a non-human inventor
be regarded as an inventor under the PATENTS ACT 1977 (Act)? (2) Second, in what way has the right to
the grant of a patent, which rests primarily with the inventor or actual deviser of the invention, been
transferred to the Applicant: Is Mr. Thaler entitled to apply for a patent in preference to DABUS simply
because he is the owner of DABUS? (3) Finally, if the answer to either of these two questions is no then,
based upon the very clear statements provided by the Applicant in respect of his involvement in these
inventions, is the comptroller required to wait until the end of the 16-month period prescribed by rule
10(3) before taking the applications to be withdrawn, or can this be done immediately?

In conclusion, in addressing the above three issues UKIPO concluded, respectively, that: (1) Since DABUS
is a machine and not a natural person, it found that it cannot be regarded as an inventor for the
purposes of section 7 and 13 of the Act. (2) There appears to be no law that allows for the transfer of
ownership of the invention from the inventor to the owner in this case, as the inventor cannot itself
hold property. (3) It saw no benefit in accelerating the application withdrawal process even though it
will be almost impossible to demonstrate that the actual devisor of the invention was in fact a person, as
opposed to DABUS.2
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Notice and Disclaimer

The content in this article (and site) is merely intended as a non-exhaustive informational resource. The
best practice is to find someone who has the expertise necessary to provide you with meaningful legal
advice. The information in this article (and site) neither constitute legal advice nor creates an attorney-
client relationship. Readers should not act upon this information without seeking professional counsel.
This information is provided without any knowledge as to the reader's industry, identity, or specific
circumstances. The application and impact of relevant laws will vary from jurisdiction to jurisdiction.
There may also be delays, omissions, or inaccuracies in information contained in this article (and site).
Material contained in this article (and site) may be considered advertising under the professional rules
of conduct. The hiring of a lawyer is an important decision that should not be based solely on
advertisements.
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